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Claims i-6, 9, 10 and n-26 are isou in the apphcatioa 

n 1 ') <i 10 16 2^.ni:4s . . S( xi . 

<. XihcvKAcd h\ intcrnatxcnal PubiKati< n Nt \\ O 02 09682 1 lo \ an < -^hr^. t.i dl * b<. ui toi abt 
referred to as 'YdiDashite"j' Yaittasbita does not anticipate claims t 6 ^ 10 ^t) 2^and2'^ 

tii^m 1 u 0 KKH adii mk i ^ i ^ b -on < ^ v 

or more specwfe ol v.op( hmer>- I he pol s ca? ioks ht atia Lttpi^j\ uki na-* lai, a po dk\ lone g vi^cl 
vide chain recited m Claim 1 is constnuted of l-w^o or more species of copolymer<i With differem 
aud values At least one of the tvvo o\ more bpe^ies of copoly meij» witb diffeient acid \alucs ru's 
dxi ox\ ^ U ieae group containing 3 oi mot e cai bon atoms» Further the proportion of the 
(;.->nohnKi hi'\uig a -^^ha kMivTc ijK(,t side Uiam u>nMJu i:: o\ -^Ksie eroup v ng ^ or 
moti, oarhoi aton s (bereinatler, aKo jeteiicd to C3 copoI> iici ; dt'c in.nea to be 70' b\ 
we gjt or largc^ relative to IQQ% h\ weight of the total amount of tsvo Oi mote species o^ 
copolymers. 

\u"rslrtt. Joe'i ivi miiy-ip^l^ dd^m smtt- anKig<>thu h'Vi> V ^-nasiuta LUs to 
nt., idc mrs aC'-Ct pt > r K * t k pi itjoi ol he c >pol n <„rs > n e t ^( t o o e sp^k, c>5 o 
^.opoh.ncrs I he a scu^iion in Yara&ahjU pointed out by the t,\amuiiet m m<. offic^ ac.io i (pago 
! 5, lines 8-1 1 of Yajisij»bita) refers lo a preferable langt, of the total amount oi plural vpccics or 
tonsUtuent uaits ^^constituent units (i) and (11)) contained m one :»pet-ies of i-opoivmei I his is 
ckarh diftcrcni to m ihc pn.f<.rabic r i ^e ol the proportion of t"? copolyme s mcntionet abo\e 
'nollvr\^ fo^ u^Oat-^-" d pr n <.i ^opoh S3 vouersed si h h <.ui o u'l at \e m 
tht, poUf '<.r oi ill-it. I i t V Jitte*ot i topctlvtner^, uhorv is v^anitJ&hiV disc io>uie is c ? w, ^ed 
with nioRomenc amoun&j in a particular copolymer 

\!s snc below 'Vaint.skta does not specifically difeclose a c«.men* admixture 

1 he a %nee o*" Y<>!T3as!!it<» md thi<; applsca? on is rhe anie Nippon Shok ibai Co I td with Hncnich Ta.ial>£i 
being a co mvamor in boiit. 
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\i < n<. iL i. p )l 5 K spocitKaiK disclosed m \ <m{x4iiia on.^ i c ..op n u C 
o>^t iif ^ '5 r Oi. t. ) ^ _ <• m u \ I ah!c 7 v,om spo las > h^. i 1 1 p(^h i i in ^ a 1^ 
2S .^2 10 axi^ ^ n vvjiitb i.(<pt \U!Cis>C 8 are usee* the ptoportuiu^ »1 }k ;.v)pol>.ni.'s ( S u> 
the ent'ie cop^nvmeis are iespeci]\^el> 48 47 1% 48 5%, d.m Tlies,e piopOitioni ate 

all sigiiiflcdJilA {ovser .han 70% and do not sati&ts tlic range of 70^* or more deCned m CIajm 1 
oi &e preseiit applicatioiL 

I he following aiicu^siou sets iorth how to detemime proportions of copolymcis { 8 m 

the above Examples ot \ amastota. 

lUe vorsohmci C 8 vunsiitJied mre«. >>pecKs ot ujusUtUi^nt units imludirg IPN- 
■^01 O^PO baling a poi>c ik%lciic u \ co! skK cham containing an ox^ alkylene group havmg 3 or 
more carbon atnni'?, an acivkt, actd (AA), and 2 h>dro\\etli>l acr>jate QlhA) The IPK- 
^^)^{)^^<) is obUtned bv adding 50 rnoi^sof Ltbslene oxide (tO) in 5-meth>l~3-i)uteiie-I>oi <.md 
iiuf icj iddi ig 3 n oies of propylene oxide (PO) then.to to\ mtroducmg an oxsalkvlone group 
ia\ o more ^.\rbo.) dtoim therein 

Next oni% fxampies 28 i2 %b di^d40ui lable 9 corre'^pondto s x^mpk-v oUemem 
aan ?x ujes vs^na ( S t.o t ^spondi to d ' j \ 5 ' \ * nn c*; hz 

arnhmtnt i>j t)w fl^ laiio 91 ficauioiii ^cxmiivs hv^s^poiu 8 a-^ I'^t, C ^ 
copohmei to ti^e entire topolsmeib t,ontodmed m the cemeiU adnuxtmc is important 

\in oi K .cncnt admj\t>m,sot FxamDks i H ^ '■^ s (.( is \J iM c ^ 
specv-s nu.ox>\ lurs d th;. Lopohmers «t li t d i K i,sOi ; ) n ^.iu m l i t. s ■> i 

jHl ^ U s ^an^^o It ( t ! tl 1 oxUne h bt, iconolviu ^\)ait, k iJit 
ludi,oiul{K Kt o-> nKUBj <>utot tac i.opi AiBCis mthc box of Eoai oiition m 
Tabic ^> Uk 1 V, sUie( ^copoi>ii;KfisacopohnuT(Ajandtliepropoitionf%Sv 
•\^C3g!it} thciet iLfatnt to ^} *, to al amount oi (^opoljmeii ts the value in the box of Pol>Tnei 
(M' ol he Item Con^bmanoniatioofpoh'nar'm LibleQ 

Vccoidmgh the piopt»rt,oiis ot the ..opohmcrs C 8 sn I xampie^, 78 '^2 >6, and 40 aie 



Regarding Claim 3, such recites, that the ratio of the as^id \aluc ol the n\o n Oi<- sixt 
of copolyniesis is 3 or less. 

\i, dis«.ics Q !i u -"iv-sciit specdlcatK'^n (!i'ks 2" tr ^2 m page 7), the ratio of the acit? 
%aiuv Ti- ob*--" ito ^ lA i'K l.^m.'-t ai d \a!uo hs thv. mdnei>t aud \alue among tht d 
\alue5>of l~t; ^o^4 !> it,5 'Kil is ii*-.. ; i k ^'c^^ ) ayhv-iUOf lues 16 to '^^ i i p < \ 8 
"the acid V aiue i ilt present applKali(>u s den led as a ratso v' <>) <>i a iny lomer ha\ i k' a. J 
oioup aiid'oi a sodiaiii salt torm of tne acid group compiettl> neutralized by sodium ii\dto\Kie 
m a monomer cojuponenf For txampk, vibenthe copoiymer is obtained by polymer.Z'iig a 
I'^ortoiPtr component repre<=!eftting a mixmg w"eight of a monomer baling an acid group m the 
r^onomv,r n^-^ ^ ■^i^'i a^ < ind s. presenuog a mix mg u eight of a monomer not ha\mg an acid 
g.roi5f -is \ m Cv. d vaLt \ ^^ui be obtained b> tlic toiioxMim equation 

Aoid value '*A'^ ~ 100 >« a / fa*b) 

In CGfitrastx \ amashita does not disoiose the acid value and the ratio of the acid value. 
Thi disclosure of Yama&hita pointed out by the exammer (lines 12 to 30 m page 1 5 of 
^amasluta) m the present Office Action is "miihequi\alent& ol carbox> I groups'" per gram of one 
species ol copolvmors and i*s pj:efefable range being 0 4 to 3 0 meg g 

A.S pointec out m the tespon5>e to tin, picMous Office Action ' the a<Kid vaiu<.. ' and ' the 
^atio of the acid \altie" are conceptually totally different from "milliequnJem*! t>f carbox\l 
g^oup'^ 5Kk o V '1 ! h<.4 i.sAi.-i s oi tatbowi g'-oups Dema i or ics^ d >.s loi p o\ do d 
basib fo 1 ^atiO ^. I vie oi^id \ aiue King 3 or jos,s A^cordmgK w.iat is pouttt-u out tne 
exanimer IS obviously Mcon-ect 

^ s sh >n n below, a cement admixture $atisi>ittg Ihe above ratio of the acid \ aiue is not 
st)ecjncaiiv aisciosed m Y«miashita. 

1 r^iioij ol the f>cid value ot tv,o species ol copolymers m Lxampieb 28, 32, ^6 and 40 

m wmch the ^.opoivmcii. C 8 «re used are respectively calculated to be 4 59, 5 29, 7 24, and 3 62 

Acto'ximglv ^ «n aslina co<. s not disclo<;c 3 oi less as the ratio of the acid value d^^tlred m Claim 
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;> oi ihe present apphcatTon. 

1 he foHovNjng Jiscusvion sei5> forth how to dct<.miinc the ratio of the acid value m tlie 
aiboY© BxaiMpies of Yaiiiaslijta, 

In tiic calculation of the ratio of the acid value, it is to be noted that tlie acid value in the 
present apphcation lefers to a latio {%) of a monomer liavmg an acid group and/or a sodium viU 
fom^. of the acid group completely noutraiized by sodiuin hvdroxide in a monomer compotieat. 

Prior to tlic calculation of the acid values of 5 species of copolv-nteis used in llxampies 
28. 32, 36, aud 40 of Yamashita. the ratios of the acrylic acid (AA) and tlie maleic ac;d (MA) 
contained an the copolytners should be coiwertt'd to tl^e ration of their stadium salb. 

\(oie -*^eti IcaiU . ba^^ca on 1 ables 1 and .V, the act \ 1 ic j^kI ( \ \ ino'eoiilar mass of 7?) 
'■J replaced b> sudiu n ac'> ialv.* (S A- :-no1ecular mass of tl ciraia .'^( 8 \-9. A-1 1 . anc 1 >- 

TvLC :ho .nab.c aciJ \ Ktv ecuLu nids^ of i 16^ is le^iKxxJ 'n h u rx ■ cat.. ,SM \ 
moltcjlcv' nias^ oi l^OA wiih regard lo 1--2, hig. I shov\i> the coxncibion iCi,iih^ o: the ratios of 
respective monomer components. 
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(Fig. 1) 



Based on the acid values obtamed from the above conversion results^ the ratios of the acid 
values of two species of copolymefs in Examples 28, 32, 36, and 40 of YaniasMta are caleuMed, 
Fig. 2 shows the obtaitjed vaUies, 
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■^cHf . s.v i k ! ^ v) cinhi, p Jit }>o rie<.^ni unciit.on smce anticipation requires the 
i.\s<„iOSv3rx mafnc r uiaeuc ofe ch and eve*-} recitatior as. -^et forth m the ciains See 

'^ruMli hum 'k , I L'^tC-ti i')bl (i^ed Cir aiid/^ko VI v C 5 Htet national I tihk 

{ ommi^iioner. i US?Q2d 1341 (Vcd Cir 1986). 

R t ni 'Nt X ro difieiuici. V*^\vVn { u 1 m ) ^ lu'' cn< oj y u eurv ictr v sciosoic '( i 
Gcncu'j! hi, , IS US?Q2d 1001 (CAFC ]9m md Studiengeselhchaji KoMe GmbH v Dan 

in aaduio-i <:s stated i \ pune Lc\y 17 USPQ2d 1461 vl'SPlU Board rfPat^jt 
Appeals and ..medcicrn.eN 1990) "it is mciutibtnt upon the exammei to iaentjfy v\ herein each 
and cvc'^ ^acet of tlie cfalmed invention is disclosed m the applied iefcrcncei>/' Thit. hab not 
Deen done m the present case as discussed above. 

Ch.n is > ,nd ) -f s id ie!t.c*vd undei 35 U S C 103(a) as beina np ^ ble o\ 
Yaraaih5*< in mcw of Intemationid PubhcaVonNo WO 2004/0991 00 to Nibhikd^/ Ihe cjtcd 
^fejenccs> do not render unpatentable claims 13 and 14 Nishikawa does not overcome the ^ho\^ 
a\^^ !,svd Li vienc.es 4»f Yan a.shit<. w tb !e-.pect to £cndcnuG dtpatcntai k t ic '^-eson. n v i.ion 

v-iann:* 1 / 22, 2^ and 26 stand rejected imdcr 35 U S C 103(ti) ai being unpatcnlubic 
over V S Patent 1 vibln-ation No 2003 01 99616 lo Yamabhita et <i\ m view ot l' S Patent 
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FuDjiciinoii No, i004/0 107876 to iomita\ The cited references do not render unpatentable 
claims 17-22, 25 and 26. Tomita docs not overcome the above discussed deficiencies of 

Yaiiiashita v-lw te-^pcct -c rcnderirg aiiptuentc^ble (he present ir- 

In view oi the above, considcratum and aHowatice are respecUjlh s(i"!0iV\1 

in the event the Existiiincr believes an interx'iew might serve in arv uay to advance the 
pj -.v^ccuiioii of Utis application, the undersigned is available at tlie teiepfeonc member noted 

below. 

The Office is authorized to charge any necessary fees to Deposit Account No, 22-01 85, 
mtder Order No. 21.581-00361-USl from which the undersigned is authorized to imw, 

Dstedj Aprtl 28, 201 1 JtespectMly submitted, 

BAA 



Electronic signature: /Bin-ton A. Amernick/ 
Burton A. Amernick 

Registration No.: 24,852 
CONNOLLY BOVE LODGE & HUTZ LLP 
1875 Eye Street, NW 
Suite 1100 

Wa,shington, DC 20006 
(202)331-7111 
(202) 293-6229 (Fax) 
Attorney for Assignee 



■ The assignee of NisPiik;j\v;3 a-id this applicarii^n i;. !he same. Nippon Shokubai Co. Ltd, with Tdmiy3$ii JUeta^M 
Hlronjichi Tanaka beiag co iaveotors in boih. 

" The assiiijfSiie of Tomiia and tlu.s ap;>iJcatson ij; the iianie, Nippon Shokubai Go; Ltd, 
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